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DETAILED ACTION 

1 . This office action is responsive to the amendment filed on 8/22/2006. As 
directed by the amendment: claims 1-10 have been cancelled and claims 11-22 have 
been added. Thus, claims 1 1-22 are presently pending in this application. 



Specification 

2. The abstract of the disclosure is objected to due to its excessive length over 1 50 
words. Correction is required. See MPEP § 608.01(b). 

3. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 
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Claim Objections 

4. Claim 13 is objected to due to the following informalities: it appears that the term 
"begin" (Line 2) should be replaced with the term "being". Appropriate correction is 
required. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 11-15, 17-19 and 22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Pecq (FR Patent 944022). The Examiner notes that all references to the 
Pecq specification are made with regard to the machine translation, a copy of which is 
provided with this action. 

7. In re Claims 11,12 and 22, Pecq discloses a device capable of being used as a 
writing implement comprising: a body 2 (Fig. 1) having an opening (See Fig.'s 1 and 2, 
the opening sealed by surface 1 in Fig. 1 and penetrated by writing tip 7 in Fig. 2) 
through which a writing tip 7 ("make up stick"; Fig. 2; Para 2, Line 4) passes along a 
longitudinal direction (See Fig. 2), and a slot 4 (Fig.'s 1-2) extending approximately 
along the longitudinal direction (Fig.'s 1-2); a support 19 ("tube carry make up"; Fig. 2; 
Para 2, Line 3) on which the writing tip is mounted (See Fig. 2), said support being 
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placed inside said body (See Fig. 2); a strip 1 ("foil"; Fig.'s 1, 2 and 5; Para 7, Line 1) 
comprising a first portion fixed to said support (See Fig. 2; it being seen that the strip 1 
is fixed to support 19 by way of stud 18; Para 2, Lines 1-4), a central portion and an end 
portion guided along a curved path (See Fig.'s 2, 3 and 5; it being seen that the strip 1 
has an end and a central portion; and the curved path being defined by the space 
between rollers 6 and the body 2), said strip being flexible (Para 7, Line 1 to Para 10, 
Line 2) and capable of being moved between two positions (See Fig.'s 1-2), namely a 
writing position in which said strip gives access to the opening (See Fig. 2) and a 
stowing position in which said strip closes off the opening (See Fig. 1); and a button 5 
(Fig.'s 1-2) connected to said support (See Fig. 2), said button being capable of being 
moved along the slot between a distal position relative to the opening, for which said 
support and said strip are in the stowing position (See Fig. 1), and a proximal position 
relative to the opening, for which said support and said strip are in the writing position 
(See Fig. 2); wherein said body includes a lower face and an upper face connected 
together by at least one lateral face having a small height so as to produce a writing 
implement having a substantially flat shape (See Annotated Fig. 2 below), and wherein 
the slot 4 (Fig.'s 1-2) is made in the upper face (See Annotated Fig. 2 below), and the 
opening is made in the lateral face (See Annotated Fig. 2 below) along which the end 
portion of said strip moves between the writing position and the stowing position (See 
Fig.'s 1-2); the end portion of said strip possesses an oblong window 15 (See Fig. 5) 
which, in the writing position, is positioned so as to face the opening for the passage of 
the writing tip (See Fig. 2). 
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Annotated Fig. 2 




8. In re Claims 13-15 and 17-19, Pecq further discloses said button 5 (Fig.'s 1-2) is 
connected to said support 19 (Fig. 2) by a lug 18 ("stem"; Fig. 2) passing through the 
slot 4 (Fig. 2), the lug being fixed by a tongue 18 ("stem"; Fig. 2) perpendicular to the 
first portion of said strip (See Fig. 2; it being seen that the stem 18 serves the function of 
both a lug for holding the button and a tongue for fixing the button to the strip); wherein 
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the lug, the tongue and said strip comprise a unitary member (See Fig. 2, it being seen 
that the three structures are assembled in engagement with one another); the upper 
and lower faces are substantially oval (See Fig. 1 and Annotated Fig. 2 above; it being 
seen that the faces of the device are substantially oval in the sense that they each have 
an oval end); said support butts against the internal wall 8 (Fig. 2) of said body during its 
displacement in the writing position (Para 3, Lines 2-3; "tube carry-make-up 19 in slides 
8 in form"; it being understood that support 19 abuts the internal wall 8 as it slides along 
it to the writing position). 

9. In re Claim 19, Mitchell further discloses the first portion of said strip 1 (Fig. 5) is 
curved generally in the form of a 'IT (See Fig. 1 ; it being understood that when the 
button 5 is at the lowermost position the first portion of the strip, being that portion 
adjacent the button 5, is in the form of a 'U' due to it's being wrapped around the lower 
roller 6, as depicted in Fig.'s 2-3), the translation of said button 5 (Fig.'s 1-2) causing a 
displacement of the first portion of said strip in the same direction, and a displacement 
of the end portion of said strip in the opposite direction. 

1 0. Regarding the end portion of the strip 1 , for the purpose of Claim 1 9, the end 
portion will be identified as that portion of the strip 1 which covers the opening at the 
end of the body 2 when in the stowed position, as depicted in Fig. 1 . Thus, it is 
understood that when the button 5 and the adjacent first portion are moved in a 
direction towards the proximal end of the body from the opening that the end portion will 
move in an opposite direction towards the distal end of the body from the opening (See 
Fig.'s 1-2). 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pecq. 
Pecq discloses the button 5 having a surface that extends from the lug over a length of 
the slot (See Fig.'s 1-2; it being understood that the surface of button 5 does cover a 
portion of the slot, although a small portion); although Pecq does not disclose the 
surface being of sufficient length suitable for entirely covering the slot while in the 
stowed position. However, it is the Examiner's opinion that it would have been an 
obvious matter of design choice to adjust the length of the surface of the button such 
that it was capable of covering the entirety of the slot while the device was in the 
stowing position, for the purpose of providing a more aesthetically appealing design 
which also provides the additional benefit of prevent debris from entering into the inner 
parts of the device while it is carried on a user's person in a stored manner, since such 
a modification would have involved a mere change in the size of a component. A 
change in size is generally recognized as being within the level of ordinary skill in the 
art. In re Rose, 105 USPQ 237 (CCPA 1955). 



Application/Control Number: 10/598,232 Page 8 

Art Unit: 3751 

13. Claims 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pecq in view of Brand et al. (US Patent 6,964,534). 

14. In re Claim 20, although Pecq does not disclose the first portion being joined to 
the central portion at an angle, attention is directed to Brand which teaches a writing 
instrument comprising a body, a writing tip, a support and a strip 320 ("sliding door"; 
Fig.'s 19-23; Column 10, Line 47) having an oblong window 326 ("elongate slot"; Fig.'s 
19-23; Column 10, Line 58) , wherein the first portion 366 ("prong"; Fig. 21; Column 10, 
Line 39) of said strip 320 is joined to the central portion 322 ("upper portion"; Column 

1 0, Line 50) at an angle (See Fig.'s 1 9-23), the translation of the first portion and the 
displacement of the central portion and of the end portion (the end portion being the 
portion in which oblong window is located) being in the same direction (See Fig.'s 19- 
23), for the purpose of providing a writing device which is capable of self-sealing in so 
as to prevent the writing nib from drying out (Abstract). 

15. Accordingly, it would have been obvious to a person having ordinary skill in the 
art, at the time the invention was made, to modify the device of Pecq by replacing the 
self-sealing strip and button structure with one wherein the translation of the first portion 
and the displacement of the central portion and of the end portion are in the same 
direction, as taught by Brand, for the purpose of providing a writing device which is 
capable of self-sealing in so as to prevent the writing nib from drying out. 

16. In re Claim 21 , Brand further discloses that it is well known in the art to provide a 
writing tip which includes a felt tip (Column 1, Lines 17-20). 
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Conclusion 

1 7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Dopp (US Patent 4,706,995) which discloses a substantially flat 
and oval pen having a sliding button engaged in a slot disposed on an outer surface of 
the pen. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RYAN A. VARNUM whose telephone number is (571) 
270-7853. The examiner can normally be reached on Monday - Friday, 9:00 AM - 5:00 
PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory Huson can be reached on (571) 272-4887. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/R. A. V./ 

Examiner, Art Unit 3751 
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/David J. Walczak/ 
Primary Examiner, Art Unit 3751 



